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REMARKS 

In view of the following remarks, the Examiner is requested to withdraw the 
rejections and allow Claims 31-37 and 39-51, the only claims pending and currently under 
examination in this application. 



Claims 31-40 have been rejected. 

Claim 31 has been amended to incorporate the subject matter of Claim 31. In 
particular Claim 31 specifies that the dynamic buffering system comprises a carboxylic 
acid, salt or ester thereof and that the oncotic agent is a hydroxyethyl starch or dextran. 
Support may be found throughout the specification, for example at original Claim 38; p. 7, 
lines 9-21 ; and p. 9, lines 9-20. 

Claim 41 has been newly added and finds support in original Claim 31 and page 9, 
lines 9-20. 

Claims 32, 34, 35-37 and 39-40 have been amended to depend from Claim 41, 
Claims 42-51 have been newly added and find support in the claims as originally 

filed as well as in the specification at p. 4, lines 17-17; p. 12, lines 6-30; p. 13, lines 1-5, p. 

14, lines 1-5 and lines 17-23; and p. 15, lines 1-31- 
Claims 21-30 and 38 have been canceled. 

The first paragraph of the specification has been amended to correct a 
typographical error. In particular, the specification has been amended to specify that the 
instant application claims priority to U.S. Patent No. 5,945,272. 

As the above amendments enter no new matter to the application, their entry is 
respectfully requested. 

Rejection Under 35 U.S.C. S112. first paragraph (Enablement) 

Claims 31-40 have been rejected under 35 U.S.C. § 112, first paragraph, for 
allegedly failing to comply with the enablement requirement. 



Formal Matters 
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In making the rejection, the Examiner asserts the following: 

The specification while being enabling for the specific dynamic buffering 
system such as carboxylic acid, salt or ester and the specific oncotic agent 
such as hvdroxvethyl starch and dextran , does not reasonably provide 
enablement for "a dynamic buffering system" and 'oncotic agent' or 
"oncotic agent having different clearing rates." (Office Action, p. 3) 

In view of the above amendments, this rejection may be withdrawn. 

Rejection unpee 35 u.s.c, s 103 

In the Office Action, Claims 31-40 have been rejected under 35 U.S.C. § 103(a) as 
being obvious over Segall et al. (WO 92/18136) in view of Altura et al, ("Ca2+ coupling in 
vascular smooth muscle: Mg2+ and buffer effects on contractility and membrane Ca2+ 
movements,* Canadian Journal of Physiology and Pharmacology, 1982, 60(4) 459-82) and 
further in view of Segall (U.S. Patent No. 5,945,272). 

The Applicants submit that the present application is a continuation of Application 
Serial 09/530,006 now issued as U.S. Patent No. 6,680,305 which application was filed as 
Application No. PCT/US 97/1 9964 on October 31,1997; which application is a continuation- 
in-part of U.S. Application Serial No, 08/886,921 filed July 2, 1997 and now issued as U.S, 
Patent No. 5,945,272 . 

Further, U.S. Patent No. 5,945,272 lists the same inventors as the instant 
application, namely, Paul E. Segall; Harold D. Wait; Hal Sternberg; and Judith M. Segall. 
Additionally, the instant claims of the present invention are fully supported in the Segall 
'272 patent specifically at col. 7, line 37 to col. 8, line 5. As such, the present application 
claims priority to Segall '272 (U.S. Patent No. 5,945,272) and therefore, the reference is 
not prior art against the instant invention, 
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According to MPEP § 2142 states: 

To establish a prima facie case of obviousness, three basic criteria must be 
met. First, there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art, 
to modify the reference or to combine reference teachings. Second, there must be a 
reasonable expectation of success. Finally, the prior art reference (or references 
when combined) must teach or suggest all the claim limitations. The teaching 
or suggestion to make the claimed combination and the reasonable expectation of 
success must both be found in the prior art, and not based on applicant's disclosure. 
in re Vaeck. 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir.1991). [emphasis added] 

The present claims are directed to methods of administering physiologically 
acceptable aqueous solutions. Claim 31 is exemplary and provides the following: 

31 . A method of administering a physiologically acceptable aqueous solution to a subject in need 
thereof, said method comprising: 

(a) positioning said subject in a hyperbaric oxygen chamber, and 

(b) administering to said subject a physiologically acceptable aqueous solution to said 
comprising: 

(i) electrolytes, 

(ii) a dynamic buffering system comprising a carboxylic acid, salt or ester thereof, 

and 

(iii) an oncotic agent wherein said oncotic agent is a hydroxyethyl starch or dextran 
and wherein said solution does not comprise a biological buffer 

As such, an element of the claimed invention is that the solution does not include 
a biological buffer. 

In making the rejection, the Examiner acknowledges that Segall et al. does not 
disclose a solution that does not comprise a biological buffer. Instead, the Examiner is 
relying on Attura et aL to provide this missing element. 
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However, as set forth below, one of skill in the art would not be motivated to 
combine the teachings of Segall et al. with Altura et aL 

According to Segall's disclosure, the biological buffer is an integral and mandatory 
element of Segall's invention. Specifically, Segall et al. teaches that The pH of the 
solution according to the invention is maintained by the use of a physiologically 
compatible buffer (page 10, lines 26-27). As such, one of skill in the art from reading 
Segall et al. would understand that the solution requires a biological buffer in order to 
maintain a proper pH, Therefore, it would not be obvious to the skilled artisan to combine 
Segall et al. with a reference such as Altura et al. which teaches a solution that does not 
include a biological buffer. 

As such, the Applicants submit that one of skill in the art would not find it obvious to 
combine the teachings of Segall et al (WO 92/18136) with those of Altura et al. In view of 
the foregoing discussion, this rejection may be withdrawn. 

Double Patenting 

Claims 31-40 were provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over Claim 9 of U.S. Patent No. 
6,680,305; Claims 1-12 of U.S. Patent No. 6,284,452; Claims 13-15 of U.S. Patent No, 
5,407,428; Claim 21 of U.S. Patent No. 6,300,322; and Claims 1-11 of U.S. Patent No. 
6,991,624, In view of the enclosed Terminal Disclaimer, these rejections may be 
withdrawn. 

In addition, the Applicants provide herewith a terminal disclaimer over U.S. Patent 
No. 6 r 589,223 and U.S. Patent No. 6,218,099 solely to expedite prosecution/ 



; Quad Environmental Technologies Corp. v. Union Sanitary District, 946 F.2d #70, 20 USPQ2d 1392 (Fed Cir, 1991). The court 
indicated that the "filing of a terminal disclaimer simply serves the statutory function of removing the rejection of double patenting, 
and raises neither u presumption nor estoppel on the merits of tlie rejection.* 1 
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CONCLUSION 

The Applicants submit that all of the claims are in condition for allowance, which 
action is requested. If the Examiner finds that a telephone conference would expedite the 
prosecution of this application, please telephone the undersigned at the number provided. 

The Commissioner is hereby authorized to charge any underpayment of fees 
associated with this communication, including any necessary fees for extensions of time, 
or credit any overpayment to Deposit Account No. 50-0815, order number BIOT-005CON. 

Respectfully submitted, 
BOZICEVIC, FIELD & FRANCIS LLP 



Date: 

Geri Rochino 
Registration No. 58,147 



Date: 



-7- Z°- ■ oC 



By: 




Bret Field 

Registration No. 37,620 



BOZICEVIC, FIELD & FRANCIS LLP 
1900 University Avenue, Suite 200 
East Palo Alto CA 94303 
Telephone: (650) 327-3400 
Facsimile: (650) 327-3231 

BEF/djm 

Enclosure: Terminal Disclaimer over U.S. Patent No's. 6,680,305; 6,284,452; 5,407,428; 6,300,322; 6,991,624; 
6,589,223; and 6,2 1 8,099. 

F:\DOCUMENT\BlOT (Bi<Hime)\QU5CON\Rcsponse lo OA duled 4-2 l-06.doc 
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